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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )Q Responsive to communication(s) filed on 12 February 2003 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-48 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-48 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)KlAII b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) O Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 



2) d Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) d Notice of Informal Patent Application (PTO-152) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) O Other: 
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DETAILED ACTION 
Examiner's Note 

1 . The Examiner has pointed out particular references contained in the prior art of record in the body 
of this action for the convenience of the Applicant. Although the specified citations are representative of 
the teachings in the art and are applied to the specific limitations within the individual claims, other 
passages and figures apply as well. It is requested from the Applicant, in preparing the response, to 
consider fully the entire references as well as the context of all passages in the cited references as 
potentially teaching all or part of the claimed inventions. 

Status of Claims 

2. Claims 1-2. 9-10, 16-17, 20-25, 27 and 29 have been amended as requested in the Amendment 
filed on 12 February 2003. 

Claims 35^48 have been added per the same Amendment. 

Claims 1-48 remain pending. 

Response to Request for Reconsideration 

3. The request for consideration filed in the Amendment of 12 February 2003 under 37 CFR § 1.111 
has been considered but is ineffective to overcome Ginter et a/ .. US Patent No 5,892,900. 

Response to Arguments 



4. Applicant's arguments have been fully considered but they are not persuasive: the arguments do 
not comply with 37 CFR 1 .1 1 1 (c) because they do not clearly point out the patentable novelty which 
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Applicant thinks the claims present in view of the state of the art disclosed by the referenced) cited or the 
objections made. Further, they do not show how the amendments avoid such references or objections. 

Applicant's sole argument against the claim rejections based on Ginter is that "Ginter does not 
disclose or suggest a license-issuing center that is independent from the provider and/or the seller of 
digital contents, as recited in [the original] claims 1-34 n . 

Examiner begs to differ in this interpretation. Ginter explicitly teaches that each participant in his 
invention may fulfill the role of an independent licensor of digital content: 

On tt VDE Implementation" (Ginter Col 7); 

Information distributed using VDE may take many forms. It may, for example, be "distributed" for 
use on an individual's own computer, that is the present invention can be used to provide security for 
locally stored data. 

Alternatively, VDE may be used with information that is dispersed by authors and/or publishers to 
one or more recipients. 

In "Overview: Electronic Content " (Ginter: Col 10): 

VDE can support "real" commerce in an electronic form, that is the progressive creation of 
commercial relationships that form, over time, a network of interrelated agreements representing a value 
chain business model. 

This is achieved in part by enabling content control information to develop through the interaction 
of (negotiation between) securely created and independently submitted sets of content and/or appliance 
control information . 

Different sets of content and/or appliance control information can be submitted by different parties 
in an electronic business value chain enabled by the present invention. These parties create control 
information sets through the use of their respective VDE installations. Independently, securely 
deliverable, component based control information allows efficient interaction among control information 
sets supplied by different parties . 

On the "Information Utility" concept: (Ginter: Col 54; Fig 1): 

Information utility" 200 in FIG. 1 can be a collection of participants that may act as distributors, 
financial clearinghouses, and administrators . FIG. 1A shows an example of what may be inside one 
example of information utility 200. 

Information utility participants 200a-200g could each be an independent organization/business . 
There can be any number of each of participants 200a-200g 
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On the "Rights Distributor" concept (Ginter, Fig 2, associated text): 

Arrow 104 [Fig 2] shows the content creator 102 sending the "rules and controls" associated with 
the content to a VDE rights distributor 106 ("distributor") over an electronic highway 108 (or by some other 
path such as an optical disk sent by a delivery service such as U.S. mail). 

The content can be distributed over the same or different path used to send the "rules and 
controls. " The distributor 106 generates her own "rules and controls" that relate to usage of the content. 
The usage-related "rules and controls" may, for example, specify what a user can and cant do with the 
content and how much it costs to use the content These usage-related "rules and controls" must be 
consistent with the "rules and controls" specified by content creator 102. 

Lastly, Ginter: Fig 78, cited in the original Office Action, clearly shows a "Publisher" (3308) clearly 
separate (or independent) from any content repository or delivery system. 

Examiner interprets Ginter*s definition of a "Rights Distributor" as an entity that has acquired 
certain rights to an original work and is authorized to re-sell or distribute a subset of those rights, a classic 
definition of a licensor. Ginter*s depiction of a "publisher" in Fig 78 cited above also would fits the 
definition a licensor, one that does not own or operate a production facility for manufacturing or delivering 
digital works, but only has acquired the rights to sub-license such works. Any and all of the above entities 
may be independent from the other participants in the distribution channel. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



6. Claims 1-48 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ginter et a/. , US 
Patent No 5,892,900. 
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Ginter discloses all the limitations of claims 1-48, except for one feature. 

Ginter does not explicitly disclose the claimed °license-issuing center being independent" feature, 
as recited by language added to amended claims 1-2, 9-10, 16-17, 20-25, 27 and 29, and as recited in 
the newly added claims 35-48. 

However, as analyzed in the response to arguments above, this feature is clearly taught by 

Ginter. 

Therefore it would have been obvious to one ordinarily skilled in the art at the time the invention 
was made that a licensing-issuing center may be set up according to Ginter's methods and systems to be 
totally independent of all other participating entities in such systems, should there be a business reason 
to do so. As such, claims 1-48 are unpatentable over Ginter. 

Except for this obvious feature, all other claim limitations are met by Ginter, as follows: 

As per claims 1, 2 : 
Ginter discloses a 

license-issuing [method and system] for issuing an electronic license for certifying that usage 
of digital contents is permitted to a specific user, the method comprising: 

generating information for verification required to verify legitimacy of an electronic license; 

inputting information to specify the information for verification; generating the electronic 
license which can be verified by the information for verification specified by the input information to 
specify the information for verification; and 

outputting the generated electronic license (Abstract; Figs 1, 2, 2A, 5A-B, 14B, 77-78, 
associated text; Cols 3-6: "Chain of Handling and Control"; Col 10, line 47- Col 11, line 21; Col 55, line 61 
- Col 59, line 6; Col 206-212; Col 220-224). 

As per claims 9. 10 : 
Ginter discloses a 

license intermediation [method and system] for intermediating a request for an electronic 
license for certifying that usage of digital contents is permitted to a specific user, the method 



comprising: 
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receiving a first license request which is a request for issuance of the electronic license for 
certifying that the usage of specific digital contents is permitted; 

preparing a second license request for requesting the issuance of the electronic license 
requested in the received first license request; and outputting the prepared second license request 
(Abstract; Figs 1, 2, 2A, 5A-B, 14B, 77-78, associated text; Cols 3-6: "Chain of Handling and Control"; Col 
10, line 47- Col 1 1 , line 21 ; Col 55, line 61 - Col 59, line 6; Col 206-212; Col 220-224). 

As per claims 16. 17 : 

Ginter discloses an 

agreement issuing [method and system] for allowing intermediation of a request for an 
electronic license for certifying that usage of digital contents is permitted to a specific user, the 
method comprising: 

inputting information to specify an intermediator who intermediates a request for an electronic 
license for digital contents; 

inputting information to specify the digital contents the intermediation of which is permitted to 
the intermediator; 

generating an agreement for certifying that the intermediation of the request for the electronic 
license for the specified digital contents is permitted to the specified intermediator; and 

outputting the generated agreement (Abstract; Figs 1, 2, 2A, 5A-B, 14B, 77-78, associated text; 
Cols 3-6: "Chain of Handling and Control"; Col 10, line 47- Col 11, line 21; Col 55, line 61 - Col 59, line 6; 
Col 206-212; Col 220-224; Col 269-270 "Negotiation of Contracts"). 

As per claims 20. 24 : 

Ginter discloses (see above citations; Cols 189 - 206: "Examples of VDE Methods") 
a feature providing [method and system] for providing a user one or more features, 
comprising: 

storing information for verification to verify an electronic license for certifying that usage of all 
or part of features is permitted to a specific user; 
inputting an electronic license; 

verifying legitimacy of the input electronic license using the stored information for verification; and 
activating at least part of the features only in the case it is judged that the input electronic 
license is legitimate. 
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As per claims 21. 25 : 

Ginter discloses (see above citations; Cols 189-206: "Examples of VDE Methods") 
a digital contents operation [method and system], comprising: 

storing information for verification to verify an electronic license for certifying that operation of 
digital contents is permitted to a specific user; 
inputting an electronic license; 

verifying legitimacy of the input electronic license using the stored information for verification; 

and 

enabling at least part of operations of the digital contents only in the case it is judged that the 
input electronic license is legitimate. 

As per claims 22. 27 : 

Ginter discloses (see above citations; Cols 189 - 206: "Examples of VDE Methods") 
a digital contents decrypting [method and system] for decrypting encrypted digital contents, 
comprising: 

storing information for verification to verify an electronic license 

that certifies that decrypting of encrypted digital contents is permitted to a specific user; 

inputting an electronic license; 

verifying legitimacy of the input electronic license using the stored information for verification; 

and 

decrypting the encrypted digital contents only in the case it is judged that the input electronic 
license is legitimate. 

As per claims 23, 29 : 

Ginter discloses (see above citations; Cols 189 - 206: "Examples of VDE Methods") 
a digital contents decompression [method and system] for decompressing compressed digital 
contents, comprising: 

a step for storing information for verification to verify an electronic license that certifies that 
the decompression of compressed digital contents is permitted to a specific user; 
a step for inputting an electronic license; 

a step for verifying the legitimacy of the input electronic license using the stored information 
for verification; and 

a step for decompressing the compressed digital contents only in the case it is judged that 
the input electronic license is legitimate. 
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As per claim 3 : 

Ginter discloses all the limitations of claim 2. 

Ginter further discloses that fine-grained control of usage conditions may be effected by his 
invention (see all above citations). Therefore Ginter meet all the limitations of claim 3, namely: 

...usage condition generation means for generating a usage condition which is a condition for limiting 
usage of digital contents, wherein: 

the usage condition generated by the usage condition generation means is included in the 
electronic license generated by the license generation means. 

As per claim 4 : 

Ginter discloses all the limitations of claim 2. 

Ginter further discloses that multi-tiered distribution may be set up for the controlled distribution of 
digital property, with content and rules created at each level, participant of the network (see above 
citations). Therefore Ginter meets all the limitations of claim 4, namely: 

..information to specify an intermediator of the issuance of the electronic license and an agreement for 
certifying that the intermediation of the issuance of the electronic license corresponding to the specified 
information for verification is allowed to the specified intermediator are input to the license generation means 
together with the information to specify information for verification; and 

it is checked by the agreement whether or not the intermediation of the issuance of the 
electronic license corresponding to the information for verification is allowed to the intermediator and 
only in the case the intermediation is allowed, the electronic license is generated. 

As per claim 5 : 

Ginter discloses all the limitations of claim 2. 

Ginter further discloses that a "metering history" can be incorporated into any licensing of 
products to be distributed (see above citations; Col 20, line 42; Col 24, lines 24-53). Therefore Ginter 
discloses all the limitations of claim 5: 



..further comprising: a license issuance history memory unit for storing an issuance history of an 
electronic license; 
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a content provider's issuance history preparing unit which receives information to specify a 
content provider of digital contents and extracts an issuance history which is a history of the issuance 
of a license for digital contents provided by the specified content provider from the issuance histories 
stored in the license issuance history memory unit; and 

a content provider's issuance history output unit for outputting the issuance history for the 
specified content provider generated in the content provider's issuance history preparing unit 

As per claim 6 : 

Ginter discloses all the limitations of claim 2. 

Ginter further discloses that a "metering history" can be incorporated into any licensing of 
products to be distributed (see above citations; Col 20, line 42; Col 24, lines 24-53). Therefore Ginter 
discloses all the limitations of claim 6: 

license request receiving means for receiving a request for issuance of an electronic 

license, 

wherein, in the case the license request receiving means receives a 
request for the issuance of an electronic license, an electronic license is generated in the 
license generation means, wherein the license-issuing system further comprises: 

a license issuance history memory unit for storing an issuance history of an electronic 

license; 

a requestor's issuance history preparing unit which receives information to specify a 
requester of the issuance of the license and extracts the specked requestor's issuance history, 
which is the issuance history of 

the electronic license requested from the specified requester, from the issuance histories 
stored in the license issuance history memory unit; and a requestor's issuance history output unit 
for outputting the issuance history for the requester prepared in the requestor's issuance history 
preparing unit 

As per claim 7 : 

Ginter discloses all the limitations of claim 2. 

Ginter further discloses that a "metering history" can be incorporated into any licensing of 
products to be distributed (see above citations; Col 20, line 42; Col 24, lines 24-53). Therefore Ginter 
discloses all the limitations of claim 7: 
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a verification information issuance history memory unit for storing a history of issuance of 
information for verification; 

a verification information issuance history preparing unit which receives information to 
specify a recipient of information for verification 

and extracts the issuance history which is a history of the issuance of the information for 
verification issued to the specified recipient from the issuance histories stored in the verification 
information issuance history memory unit; and 

a verification information issuance history output unit for outputting the issuance history 
prepared in the verification information issuance history preparing unit. 

As per claim 8 : 

Ginter discloses all the limitations of claim 2. 

Ginter further discloses that public/private key pairs will be used for encrypting/decrypting 
data packages transmitted through the network (see above citations). Therefore Ginter discloses all 
the limitations of claim 8: 

public key pair preparing means for generating a public key pair; and 

private key storage means for storing a private key of the public key pair prepared in the 

public key pair preparing means, wherein: 

the information for verification is the public key prepared by the public key pair preparing 

means; and 

the license is generated using the private key stored in the private key storage means. 
As per claim 11 : 

Ginter discloses all the limitations of claim 10. 

Ginter further discloses that a public key of a public/private key encryption pair may be used to 
specifically encrypt each piece of content transmitted from one network participant to another (see above 
citations). Therefore Ginter meets all the limitations of claim 1 1 : 

. . .information for verification required to verify legitimacy of a specific license is bound with 
specific digital contents; and 

information to specify the information for verification is included in the first and second 
license requests. 



Application/Control NumS5f: 09/678,031 
Art Unit: 3621 



Page 1 1 



As per claim 12 : 

Ginter discloses all the limitations of claim 10. 

Ginter further discloses that fine-grained control of usage conditions for content is possible with 
his system (see above citations). Therefore Ginter meets all the limitations of claim 12: 

...the requested license includes a usage condition which is a condition for limiting the usage 
of digital contents; 

usage condition preparing means for preparing the usage condition to be included in the 
requested license is provided; and 

the usage condition prepared by the usage condition generation means is included in the 
second license request prepared by the license request preparing means. 

As per claim 13 : 

Ginter discloses all the limitations of claim 10. 

Ginter further discloses that negotiations, contracts, and agreements governing licensing, 
distribution, and use of content are all possible with his system, incorporated into the data "objects" 
transmitted among participants of his "chain of handling and control" (see above citations). Therefore 
Ginter meets all the limitations of claim 13: 

..agreement storage means for storing an agreement for certifying that the system is permitted to 
intermediate the issuance of a license for specific digital contents, wherein 

the agreement stored in the agreement storage means is attached to the license request 
prepared by license request preparing means. 

As per claim 14 : 

Ginter discloses all the limitations of claim 10. 

Ginter further discloses that budgeting and billing methods are easily implemented with his 
system (see above citations). Therefore Ginter meets all the limitations of claim 14: 

...accounting means for charging a license issuance fee to a requester of the first license 
request, wherein: 

when the first license request is received, the license issuance fee is charged to the 
requester by the accounting means. 
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As per claim 15 : 

Ginter discloses all the limitations of claim 10. 

Ginter further discloses that payment and collection methods are easily implemented within his 
Virtual Distribution System (see above citations). Therefore Ginter meets all the limitations of claim 15: 

...settlement means for collecting a license issuance fee from a requester of the first license 
request wherein: 

when the first license request is received, the license issuance fee is collected from the 
requester by the settlement means. 

As per ciaim 18 : 

Ginter discloses all the limitations of claim 17. 

Ginter further discloses that fine-grained control of usage conditions for content is possible with 
his system (see above citations). Therefore Ginter meets all the limitations of claim 18: 

..usage condition limitation information generating means for generating usage condition 
limitation information which limits a range of a usage condition for limiting the usage of digital contents, 
wherein: 

the usage condition limitation information generated by the usage condition limitation 
information generating means is included in the agreement generated by the agreement generating 
means. 

As per claim 19 : 

Ginter discloses all the limitations of claim 17. 

Ginter further discloses that a "metering history" can be incorporated into any licensing 
agreement of products to be distributed (see above citations; Col 20, line 42; Col 24, lines 24-53). 
Therefore Ginter meets all the limitations of claim 19: 

..an agreement issuance history memory unit for stohng an issuance history of an agreement; 

a history preparing unit which receives information to specify an intermediator and extracts an 
issuance history for the agreement issued to the specified intermediator from the issuance histories stored in 
the agreement issuance history memory unit; and 
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a history output unit for outputting the issuance history prepared in the history preparing unit. 
As per claims 26. 28. 30 : 

Ginter discloses all the limitations of claims 25, 27, 29 respectively Ginter further discloses that 
the content and rules governing the access and use of said content may be extracted (Cols 189 - 206: 
"Examples of VDE Methods"). Therefore Ginter discloses all the limitations of claims 26, 28, 30, namely: 

..the information for verification is included in digital contents; and the information for 
verification is extracted from the digital contents and is stored in the verification information storage 
means. 

As per claims 31-34 : 

Ginter discloses all the limitations of claims 24, 25, 27, 29 respectively. 

Ginter further discloses a portable memory unit that can perform all the functions describes by 
claims 31-34 (see above citations; Col 254-262, "Portable Electronic Appliance"). Therefore Ginter meets 
all the limitations of claims 31-34, namely: 

..further comprising: connection means for connecting to the system a portable memory unit 
that stores an electronic license, wherein: 

the license verification means verifies the legitimacy of the electronic license stored in the 
portable memory unit connected via the connection means. 

As per claims 35-48 . 

Ginter discloses all the limitations of the preceding claims on which these claim depend. 

These further claims are rejected based on the obviousness and motivation analysis already 
presented in the Response to Arguments section above and the preamble of this Claims Rejections - 35 
USC § 103 section. 
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Conclusion 



7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set forth 
in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date 
of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to David Q Le whose telephone number is 703-305-4567. The examiner can normally be 
reached on 8:30am-5:30pm Mo-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
James P Trammell can be reached on 703-305-9768. The fax phone numbers for the organization where 
this application or proceeding is assigned are 703-746-8494 for regular communications and 703-746- 
8494 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding should be 
directed to the receptionist whose telephone number is 703-308-1 1 1 3. 



DQL 

April 8, 2003 




